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Arguments to Accompany the Pre- Appeal Brief Request for Review 


Mail Stop AF 


Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 


Sir: 


Applicant hereby submits the following Arguments, in five (5) or less total pages, as 
attachment to the Pre- Appeal Brief Request for Review (Form PTO/SB/33). A Notice of Appeal 
is concurrently filed. 


Applicant's arguments in the Amendment and Reply under 37 C.F.R. § 1.116 filed on 

March 9, 2010, were not properly considered or responded to by the Examiner in the Office 

Action mailed August 13, 2010. The Examiner's response was legally and factually deficient 

because the Examiner failed to adequately demonstrate that U.S. Patent No. 5,347,632 to Filepp 

et al. ("Filepp") and the Examiner's allegation of Applicant's Admission of Prior Art (AAPA), 

alone or in combination, teach or suggest each and every feature of independent claim 140. In 

particular, the rejection of claim 140 is legally inadequate because the combination of Filepp and 

AAPA does not teach or suggest at least a single information transport component that enables 

access at a user station, via a user interface: 

to first fixed information content from a first portable storage medium together 
with first related remote information content from one or more remote 
information content sources such that the first fixed information content and the 
first related remote information content are presented by the user interface as a 
first single collection of information content, and 

to second fixed information content from a second portable storage medium 
together with second related remote information content from one or more 
remote information content sources such that the second fixed information 
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content and the second related remote information content are presented by the 
user interface as a second single collection of information content, 

wherein the first portable storage medium and the second portable storage 
medium are provided by different independent publishers .... 

As pointed out in the Amendment and Reply of March 9, 2010, Filepp is directed to a 
method and apparatus for providing applications to a reception system over a network. (Filepp 
coh 2, 11. 51-68; col. 3, 11. 1-3.) A personal computer is configured as a reception system by the 
inclusion and running of reception system software that enables applications to be received by 
the computer over a network. (Id.) Specifically, Filepp discloses that applications are sent to a 
reception system over a network in partitions referred to as objects that are each self-contained 
and independently operable. (Filepp col. 5, 11. 3-38.) Each partition is sent "on demand" for 
execution by the receiving reception system. (Id.) Filepp purports that the ability to send 
portions of an application "on demand" increases storage efficiency at a reception system and 
minimizes response time. (Id.) 

The reception system software of Filepp provides access to application data stored on 
diskettes 426, containing reception system software, together with applications retrieved via a 
network. (Filepp FIG. 1; col. 4, lines 50-57; col. 8, 11. 28-39.) Specifically, Filepp states that 
"objects representing all or part of partitioned applications may be stored in a user's [reception 
system] 400" and that "such objects are either provided on diskettes 426 together with [reception 
system software] used during the installation procedure or, they are automatically requested by 
[reception system] 400." (Filepp col. 8, 11. 28-39.) However, diskettes 426 represent portable 
storage media from a single publisher. 

Thus, Filepp does not teach or suggest that the reception system software is used to 
"enable access ... to first fixed information content from a first portable storage medium 
together with first related remote information content from one or more remote information 
content sources . . . and to second fixed information content from a second portable storage 
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medium together with second related remote information content, . . . wherein the first portable 
storage medium and the second portable storage medium are provided by different independent 
publishers/ 5 as recited in claim 140. 

On page 4 of the Office Action, the Examiner contends that Filepp describes the use of an 
operating system provided on diskettes 428. (Filepp FIG. 1; col. 4, 11. 50-57.) However, as 
pointed out by Applicant in the Amendment and Reply of March 9, 2010, Filepp does not teach 
or suggest that the reception system software enables access to the data stored on diskettes 428, 
let alone that the reception system software enables access to the fixed information content stored 
on diskettes 428 "together with . . . related remote information content from one or more remote 
information content sources such that the . . . fixed information content and the . . . related 
remote information content are presented by the user interface as a single collection of 
information content" as recited in claim 140. 

In the current non-final Office Action, the Examiner neither "took note" of this 
argument, nor "answered the substance" of it. Because the Office repeated the rejection of this 
claim without answering the substance of Applicants' argument, the current non-final Office 
Action is deficient. (MPEP § 707.07(f).) 

Without acquiescing to the propriety of the asserted combination, the background 
discussion in the present application does not cure the deficiencies of Filepp discussed above. 1 
(Office Action p. 7.) Although the background discussion lists several examples of electronic 
publications, including those from magazines and periodicals, software applications and utilities, 
video games, business, etc., the background discussion does not teach or suggest an information 
transport component that enables access at a user station, via a user interface, to fixed 
information content from two different portable storage mediums, provided by independent 

1 Applicant does not admit that the background discussion of the application, relied on by 
the Examiner, constitutes "admitted prior art." 
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publishers, together with related remote information content from one or more remote 
information content sources, as recited in claim 140. 

In fact, the portion of the background discussion relied on by the Examiner explicitly 
states that general-purpose, online, electronic information services "provide no means for the 
integration of downloaded information with information products offered on disk or CD." 
(Specification p. 3, 11. 12-14.) (Emphasis added.) 

Thus, like the reception system software disclosed in Filepp, the general-purpose, online, 
electronic information services discussed in the background section do not teach or suggest a 
single information transport component that enables access at a user station, via a user interface, 
"to first fixed information content from a first portable storage medium together with first 
related remote information content from one or more remote information content sources . . . 
and to second fixed information content from a second portable storage medium together with 
second related remote information content, . . . wherein the first portable storage medium and 
the second portable storage medium are provided by different independent publishers," as 
recited in claim 140. 

Because the combination of Filepp and the background discussion fails to teach or 
suggest each and every feature of claim 140, it cannot render that claim unpatentable. Dependent 
claims 142-151 and 176-178 are likewise not rendered unpatentable over Filepp and the 
background discussion for at least the same reasons as independent claim 140 from which they 
depend, and further in view of their own respective features. Accordingly, Applicant respectfully 
requests that the rejection of claims 140, 142-151, and 176-178 be reconsidered and withdrawn. 

Independent claim 179, although of different scope, recites similar distinguishing features 
as claim 140 noted above. Therefore, the combination of Filepp and the background discussion 
does not teach or suggest each and every feature of claim 179. 
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Because the combination of Filepp and the background discussion fails to teach or 
suggest each and every feature of claim 179, it cannot render that claim unpatentable. Dependent 
claims 180-183 are likewise not rendered unpatentable over Filepp and the background 
discussion for at least the same reasons as independent claim 179 from which they depend, and 
further in view of their own respective features. Accordingly, Applicant respectfully requests 
that the rejection of claims 179-183 be reconsidered and withdrawn. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency; 
or credit any overpayment, to our Deposit Account No. 19-0036. 


Respectfully submitted, 



Ster>h^ & Fox PX.LC. 


Date: /& /uw. c^r .^.. 


Attorney for Applicants 
Registration No. 25,688 


1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202) 371-2600 
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